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First Level Patent Information 

What Frontiers Remain for Database ProdUsers?   

Richard Garner – ICIC October 13 - 16, 2013 Vienna 
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Presentation - Agenda 

• How did we get here? 

• The emergence of Full Text 

• The rise of China; importance of India 

• Absence of Africa, Latin America, Middle East and ASEAN regions 

• Adding further value to Full Text 

• The 3 Ls! 

• Questions Please! 
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Summary (i) 

• Past 30 years has seen a revolution in the need for first level data 
 

• After a slow start – rapid growth in and availability of full text databases 
 

• Similarly, increase in the number of patent information vendors 
 

• More authorities now publishing front files 
 

• Few publish complete back files  
 

• Almost no comprehensive “official” full text collections exist 
  

• Some countries and regions are greatly under represented 
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A Brief History of Time Mine – 30 Years in Full Text 
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Full Text Availability - > 100K publications 
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Full Text Availability - > 100K publications 
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Full Text Availability - > 100K publications 
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Full Text Availability - > 100K publications 
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Full Text Availability - < 100K publications 
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Full Text Availability - < 100K publications 
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Full Text Availability - < 100K publications 
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Full Text Availability - < 10K publications 
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Full Text Availability - < 10K publications 
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IP5 – The Rise of China 
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The London Bus Rule – Applied to Patent Databases 

 

 

You wait ages for a 
Chinese – English full 

text database to come 
along … 
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The London Bus Rule – Applied to Patent Databases 

 

 

You wait ages for a 
Chinese – English full 

text database to come 
along … 

 
… then 3 or 4 appear at 

once! 
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Espacenet – EPO 
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PATENTSCOPE – WIPO 
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Global Patent Search Network – USPTO.gov 
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Google Patent Search - Google 
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IP5 – The Rise of China 
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BRIC – The Importance of India 
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Full Text Availability - > 100K publications 
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IPOs  – PCT Contracting States 
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IPOs  – < 50 Full Text Collections 

 
 
 

Only one-third are available as Full Text 



Copyright © LexisNexis - 2013 

Data Enrichment – Adding Value to Full Text 

• Optical Character Recognition 
• Fewer OCR “errors”  
• Cleaner separation of Paragraphs, Sentences, Descriptions, Claims, Examples etc. 
• Better layout 

• Machine Translations  
• Improved quality 
• Fewer un-translated words 
• Support for other language pairs 

• Names, numbers and dates 
• Better standardization and normalization 
• Forward patent citations 
• Cleaned for analytics 

• Image data 
• More clipped and other images 

• Better resolution   
• Searchable PDFs 

• Organize records by family  
• Domestic 
• Strict priority 

• Extended/INPADOC  
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The 3 Ls – (1) Legal Status 

• Legal Status data is an important component of patent information 
• Legal status data needs to be up-to-date and correct 

• Two major primary sources of legal status data: 
• Patent Gazettes 

• Status can change from day to day 

• Registers 
• More up-to-date 

• WIPO 2011 Survey  
• Availability of legal status data from primary sources 
• 87 replies received 
• Conclusion: 

• Where the patent system is already operational for a considerable time (some 40 countries), the 
access to legal status information is mostly sufficient 

• The accessibility of the information doesn’t mean easy access: 
• Need to visit different on-line databases to perform a global search 
• Need to understand different definitions of legal events in different jurisdictions 
• Need for a fee payment to access legal status data in some countries 
• Different interfaces and languages of national on-line registers 
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The 3 Ls – (1) Legal Status 

• 74 countries patent legislation explicitly provides for a national patent register 
• Not the case in 12 countries 
• 5 of the 74 countries have replied that the register is not yet operational 
• 10 countries have replied that they have no register 

• Internet access is possible for 47 of the 76 operational registers.  
• Not the case for 29 registers 
• For 21 registers information can be obtained by submitting a written request 

• Update frequency 
• Of the 47 online registers, 33 are updated daily; 7 are updated weekly; 2 are updated every 

second week; 5 are updated monthly 
• 2 are updated at non-periodical intervals 
• Of the 33 gazettes majority published every month 

• 22 gazettes are published weekly; others bi-weekly (6), bi-monthly (6) or quarterly (6) 

• 73 IPOs would be able to share published legal status information with WIPO 
• 61 would share with other IPOs 

• 5 share only with WIPO   

• Only 43 would share with commercial providers 
• Only 14 of the 43 do exchange data 
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The 3 Ls – (1) Legal Status 

• Secondary sources of legal status information: 
• Advantages  

• Combined with patent family information  

• Disadvantages  
• Delay in publication and the lack of some data from primary sources 

• INPADOC 
• Legal status data from 57 (64) authorities 
• The number of items and diversity and reliability of data reported from each IPO varies 
• Processing incurs delays in availability 

• 2 days to 3 months depending on the primary source 

• WIPO’s PATENTSCOPE 
• Includes legal events of the PCT international phase and the entry into the national phase  
• Information provided only on a voluntary basis from selected PCT Member States 

• Conclusion: 
• Large variety of data 
• Different legal definitions  
• INPADOC records each legal event reported from a particular country with a different code 

• Several thousand different types of legal status data 
• Standardization or use of unified codes is highly desirable 

• Overwhelming need for a comprehensive, uniform database of Legal Status patent 
information 
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The 3 Ls – (2) Litigation 

• Ultimate responsibility for trying patent cases resides with courts not Patent Offices 
• Often no single national, let alone international or supranational jurisdictions 

• Parts of the UK responsibility resides with Intellectual Property Enterprise Court, The Patents 
Court, England and Wales Court of Appeal and ultimately the Supreme Court 

• In Scotland  - Scottish Courts Service and Courts of Session 

• Germany infringement cases filed at specially-created patent litigation divisions in the 
civil chambers of 12 regional courts: 

• In practice, Düsseldorf, Mannheim and München  

• French patent cases are filed at civil chambers of designated “specialised” district courts 
• In the US, major patent cases are heard at District Courts 

• Circuit Courts of Appeal 
• Supreme Court 

• Japan 
• Tokyo (specialist IP division for E. Japan, infringement actions) 
• Osaka (specialist IP division for W. Japan, infringement actions) 

• China 
• Beijing, Macau, Hong Kong, Chengdu, Guangzhou, Hangzhou, Shanghai, Nanjing and Hefei 

• European Union 
• Unified Patent Court 
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The 3 Ls – (2) Litigation 
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The 3 Ls – (2) Litigation 

• PWC Patent Litigation Study 2013 saw continued growth in patent actions filed and 
patents granted: 

• The annual number of patent actions filed has increased at an overall compound annual 
growth rate (CAGR) of 6.4 % since 1991 

• The number of patent actions filed in the US reached 5,189 in 2012—the highest number of 
annual filings ever recorded 

• 2012 continued the trend of high correlation between patent cases filed and patents granted 
by the USPTO. 
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The 3 Ls – (2) Litigation 

• Patent Office hearings or Court orders may result in amendments to specifications 
and/or claims 

• Re-publication by the national patent office may be late or not at all 

• A patent which has been tested in court may be perceived as stronger than one which 
has not 

• Even if an action failed, it is worth knowing that it took place 

• Primary sources of information: 
• Dockets, court diaries, transcripts, supporting documentation, judgements 
• Scattered sources, variable formats, poorly indexed, if at all 
• Language of proceedings 
• Comprehensive? 

• Secondary sources: 
• Journals, law reports, commentaries 
• Some consolidated sources are more standardised, although still poorly indexed 
• Often a common language but usually selective coverage 
• Only applicable if case went to trial 

• Numerous fee-based and some free online resources 
• Mostly covering US cases only e.g. LexisNexis Courtlink 
• Some claim to cover international but nowhere near comprehensive 
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The 3 Ls – (3) Licensing 

• Why Licensing is in the news and of increasing importance to patent searchers 
• Trials, especially those around mobile devices, are hitting the news everyday 
• Most law suits concern alleged patent infringement 
• But some involve the terms of so-called “FRAND Licenses” 

• "Fair, Reasonable And Non-Discriminatory“ 

• Normal for companies to have to agree to licensing a patent in FRAND terms 
• To become part of a standards body approved technical standard 

• A company obtaining a patent covering the implementation of a standard able to exert 
significant leverage over the market for products that implemented the standard   

• Companies sometimes have different views of what constitutes FRAND 
• Lack of agreement has led to an increasing number of litigation claims  

• Motorola fined $14.5 million for failing to license Standard Essential Patent (SEP), covering wireless 
and video technology, used in Microsoft’s games console under FRAND terms  
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The 3 Ls – (3) Licensing 

• WIPO Survey 
• “The availability of licensing information is limited in most countries” 
• “Surprisingly, 57 registers also disclose information related to licenses 

• The range of license information is quite diverse and appears to include compulsory, 
exclusive and non-exclusive licenses 

• Assignment 
• An assignment involves the sale and transfer of ownership of the patent by the assignor to 

the assignee 
• This transfer of ownership is permanent and irrevocable 
• Some good patent assignment databases (US, CA) exist 

•  Licensing 
• Licensing occurs when a licensor grants exploitation rights over a patent to a licensee 
• A license is also a legal contract 

• Sets out the terms upon which the exploitation rights are granted 
• Being a contract, the failure to comply with terms may lead to the termination of the license 
• A license is therefore revocable 

• With a few notable exceptions, good licensing databases are rare! 
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Summary (ii) 

• Despite the huge growth, task is far from completed  
 

• Need to improve coverage, quality and timeliness of existing full text databases 
 

• Better coverage of Latin America, ASEAN, Middle East and African countries 
 

• Comprehensive, timely and consistent coverage of Legal Status data should be 
achievable 

  
• Considerable challenge but also scope to improve access to Litigation and Licensing 

information 
 

• The next 5 years promises to be every bit as exciting as the previous 30! 
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